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REMARKS 

In accordance with the foregoing, claims 2, 36 and 38 have been amended and claim 37 
has been cancelled. No new matter has been added. Claims 1-36 and 38-46 are pending and 
under consideration. 

CLAIM REJECTIONS UNDER 35 U.S.C. S102 

In response to the rejection of claim 36 under 35 U.S.C. §1 02(b) as being anticipated by 
mIRC v3 J, claim 36 has been amended to include features originally recited in claim 37. In view 
of the amendment of claim 36, the rejection under 35 U.S.C. §1 02(b) is rendered moot. 

CLAIM REJECTIONS UNDER 35 U.S.C. SI 03 

Claims 1-2, 10-11, 21-22, 32-35, 37 and 44 were rejected 35 U.S.C. §103(a) as being 
unpatentable over mIRC v3.7 in view of U.S. Patent No. 5,838,323 to Rose et al. (hereinafter 
"Rose"). 

Regarding claim 1, in the Office Action\ it is conceded that mIRC v3.7 does not teach 
"storing statements positioned a specific number of lines before and after an URL displayed in a 
conversation" and "displaying the selected URL together with the statements." but relies on Rose 
to teach the missing features . 

Rose is directed to a computer system user interface that provides a document summary 
allowing the user to more easily identify the contents and subject matter of the document. Rose 
discloses merely a technique for automatically creating a summary of an URL document. More 
specifically, the entire original document (see Fig. 2 in Rose) is summarized to be one-eighth the 
size of the original document (see Fig. 3), then, it is further summarized to be one sentence (see 
Fig. 4). In the Office Action is alleged that "[given] the teaching of Rose, it would have been 
obvious for one of ordinary skilled in the art to save the URL together with a certain number of 
statements before and after the URL and display the URL together with the statements because 
it would have provided context information for enabling the use to quickly review whether the 
URL is of interest to the user." The Applicant strongly disagrees that Rose teaches or suggests 
the missing features of Claim 1 . 

First and foremost, Rose discloses action directed to the URL content and, in contrast, 
the present invention as claimed in Claim 1 , associates the statements made in a chat 
conversation with the URL. In the present invention, the statements before or after (or both) the 
URL occurs in the conversation, are not summarized and the summary of the URL content is not 
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of interest. In the present invention, a user is enabled to view and select an URL based on the 
statements before and after the URL occun^s in the chat conversation. In Rose, there is no chat 
conversation so the URL cannot be associated with the statements before and after the URL is 
mentioned in a chat conversation. A summary of an URL document is not "statements positioned 
a specific number of lines before and after said URL," as set forth in claim 1 . 

Second, in the Office Action, the only motivation to combine is allegedly that the cited 
prior art references are from the field of information presentation. Applicant disagrees with the 
Office Action characterization of an alleged common technical field, asserting that Rose relates 
to a technique for summarizing information, while the present invention and "mlRCv.3.7" relate to 
techniques for searching information, thus it cannot be said that the three inventions are from 
the same technical field. Even according to the USPTO's classification, the Rose patent pertains 
to class/subclass 709/205 (Electrical Computers and Digital Processing Systems: Multicomputer 
Data Transferring/ Cooperative computer processing), while the present application belongs to 
class/subclass 715/526 (Data Processing: Presentation Processing of Document, Operator 
Interface Processing, and Screen Saver Display Processing/ Display processing). 

In rejecting a claim under 35 U.S.C. §1 03(a), the USPTO must support its rejection by 
"substantial evidence" within the record,^ and by "clear and particular" evidence^ of a suggestion, 
teaching, or motivation to combine the teachings of different references. There is no substantial 
evidence, nor clear and particular evidence, within the record of motivation to modify mIRC v3.7 
by incorporating Rose's teachings. Without such a motivation and absent an improper hindsight 
reconstruction,^ a person of ordinary skill in the art would not have been able to reconstruct the 
present invention starting from the prior art teachings, and therefore, claim 1 is believed to be 
non-obvious and patentable over the applied prior art. 

Claim 2 was amended to clarify that the listing recited therein is not an inadequate 
repetition of the similar feature recited in claim 1. Claim 2, depending on claim 1, recites 
"registering said stored URL and the statements positioned a specific number of lines before and 

' See Page 3, last paragraph. 

^ In re Gartside, 203 F3d 1305, 53 USPQ2d 1769 (Fed. Cir. 2000) (holding that, consistent with the Administrative 
Procedure Act at 5 USC 706(e), the CAFC reviews the Board's decisions based on factfindings, such as 35 U.S.C. D 
103(a) rejections, using the Osubstantial evidence' standard because these decisions are confined to the factual record 
compiled by the Board.) 

^ In re Dembiczak ^ 175 F3d 994, 999, 50 USPQ2d 1614, 1617 (Fed. Cir. 1999) ("We have noted that evidence of a 
suggestion, teaching, or motivation to combine may flow from the prior art references themselves, the knowledge of 
one of ordinary skill in the art, or, in some cases, from the nature of the problem to be solved, although Dthe 
suggestion more often comes from the teachings of the pertinent references.' The range of sources available, 
however, does not diminish the requirement for actual evidence . That is, the showing must be clear and particular .") 
(emphasis added). 

* See MPEP 2141 , stating, as one of the tenets of patent law applying to 35 USC 103, that "[t]he references must be 
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after the stored URL in a database; and listing and displaying the URL and the statements from 
the database according to an instruction." The Office Action asserts "mIRC v3.7 URL listbox 
constitute the database as claimed." Applicant respectfully disagrees with this assertion. The 
URL listbox is not the same as a database because it is not declared as a database or described 
as functioning similarly to a database. A database is not a simple list because in a database, 
information is organized so as to selectively respond to information requests. A list just displays a 
stream of information without any built-in selectivity. Moreover, the Office Action states "it would 
have been obvious for one of ordinary skill in the art to stored (sic) the extracted URL and 
statements to a database because it would have enabled the user to query the database for 
URLs of interest at a later time." The cited statement is a conclusory statement^ and 
inappropriately asserts the query capability since the prior art mere discloses a list. In view of the 
above discussion, the applicant respectfully traverses rejection of claim 2. 

Claims 10, 11, 21,22, 32-35, 37 (replaced now by amended claim 36) and 44 were 
rejected based on the rationale presented for claims 1 and 2. The following elements of the 
independent claims 10, 21 , 32, 36 (former 37) and 44 are not taught or suggested by the prior 
art: 

"storing a URL. which is displayed in the conversations, together with the 
statements positioned a specific number of lines before and after said URL," as 
set forth in claim 10 that is directed to a computer memory product; 
"causing said computer to store a URL, which is displayed in the conversations, 
together with a specific number of lines of statements positioned before and 
after said URL," as set forth in claim 21 that is directed to a computer prpgram 
product; 

"storing a uniform resource locator (URL) displayed in each of the conversations 
together with statements positioned a specific number of lines before and after 
the URL," as set forth in claim 32 that is directed to a method for displaying 
conversations in a chat system; 

"a processor to extract and store an URL included In conversations displayed in 
the display screen, the extracted URL being stored together with statements of a 
predetermined number of lines preceding and following the URL in the 

viewed without the benefit of impermissible hindsight vision afforded by the claimed invention." 
^ See also MPEP 2144.08 III stating that "[e]xplicit findings on motivation or suggestion to select the claimed 
invention should also be articulated in order to support a 35 U,S.C. 103 ground of rejection. . . Conclusory 
statements of similarity or motivation, without any articulated rational or evidentiary support, do not constitute 
sufficient factual findings." 
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conversations, and when a predetermined instruction is issued, a selected URL 
is listed together with the statements," as recited in claim 36 (former claim 37) 
that is directed to a terminal device; and 

"causing a computer to store a URL displayed in the conversations, together 
with statements preceding and following the URL," as set forth in claim 44, that 
is directed to a computer memory product in which a computer program of a 
display method of a chat system is recorded. 

These independent claims and the dependent claims depending from these independent 
claim patentably distinguish over the cited prior art. Therefore, the Applicant respectfully requests 
reconsideration of claims 10, 11, 21,22, 32-35, 37 (now incorporated in amended claim 36) and 
44 in view of the above-presented arguments for patentability. 

Claims 38-42 were rejected 35 U.S.C. §1 03(a) as being unpatentable over mIRC v3.7 in 
view of the article "Information Skimmer Utility" published in IBM's Technical Disclosure Bulletin 
v,36 no 08 August 1993 (hereinafter "IBM TDB"). 

The Office Action admits that mIRC v3.7 does not teach catching a keyword in the 
conversation and relies on IBM TBD to disclose this missing feature. However, IBM TBD 
discloses a utility that improves ability of a user to scan for information by emphasizing matched 
keywords defined by the user. IBM TBD teachings are remote from "when a preset keyword is 
included in the conversations displayed in the display screen, extracting and storing the 
keyword, and informing about the appearance of the keyword", as recited in claim 38. According 
to the claimed invention not only is the keyword extracted but also contextual information about 
where the keyword occurred in the displayed conversation is extracted and stored. Applicant 
traverses the rejection of claim 38, because only the use of improper hindsight and by adding 
features not disclosed by either of the references mIRC v3.7 and IBM TDB would a person 
skilled in the art have been led to make the invention in claim 38: Claims 39-42, depending on 
Claim 38, are patentably distinguishable over the cited prior art. 

There being no further outstanding objections or rejections, it is submitted that the 
application is in condition for allowance. An eariy action to that effect is courteously solicited. 

Finally, if there are any formal matters remaining after this response, the Examiner is 
requested to telephone the undersigned to attend to these matters. 
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If there are any additional fees associated with filing of this Amendment, please charge 
the same to our Deposit Account No. 19-3935. 



Respectfully submitted, 
STAAS & HALSEY LLP 



1201 New York Avenue. NW, 7th Floor 
Washington. D.C. 20005 
Telephone: (202)434-1500 
Facsimile: (202)434-1501 
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